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STATEMENT OF QUESTION PRESENTED 

In the opinion of the appellee, the question pre¬ 
sented by this appeal is whether the provision of R.S. 
4915 (35 U.S.C. 63) that, when there is no opposing 
party in an action under that statute, the applicant 
shall pay all the expenses of the proceedings, applies 
to the expense of printing the brief and appendix of the 
Commissioner of Patents in an appeal taken by him. 
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United States Court of Appeals 
For the District of Columbia Circuit 


Appeal No. 11675 

Margaret J. Cook, Appellant 

v. 

Robert C. Watson, Commissioner of Patents, 

Appellee 

APPEAL FROM THE JUDGMENT OF THE UNITED 
STATES DISTRICT COURT FOR THE DISTRICT OF 
COLUMBIA CIRCUIT 


INTRODUCTION 

This is an appeal from an order of the United States 
District Court for the District of Columbia granting a 
motion by the Commissioner of Patents to require the 
payment by the plaintiff of the expenses of a proceed¬ 
ing under R. S. 4915, including the expense of printing 
the brief and appendix for the Commissioner of 
Patents, in an appeal taken to this Court from a 
decision of the court below holding the plaintiff to be 
entitled to registration of a trade-mark. That decision 
was affirmed by this court with one judge dissenting. 

As shown by the agreed statement.of facts, the 
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plaintiff twice applied to this Court for rulings that 
she be not required to pay the 1 ‘costs” of the appeal. 
The first of these motions was dismissed as premature 
while the second was denied in an order appearing on 
page 5 of the agreed statement, which order stated that 
costs had not been taxed by the Court. 

SUMMARY OF ARGUMENT 

1. This case is not concerned with costs which are to 
be taxed by a court but with expenses which the statute 
categorically requires to be paid regardless of the out¬ 
come of the action. 

2. The expense of printing the appeal brief and 
appendix in an appeal taken by the Commissioner in 
an action under R. S. 4915 is a legitimate expense, 
properly required to be paid by the applicant. 

3. The court below had jurisdiction to issue the order 
appealed from. 


ARGUMENT 

Section 4915 of the Revised Statutes provides that 
“ In all cases where there is no opposing party a copy of 
the bill shall be served on the Commissioner; and all the 
expenses of the proceedings shall be paid by the 
applicant, whether the final decision is in his favor or 
not.” This language is clear, unequivocal and without 
exception. It does not state that the court may or even 
shall assess expenses or costs against the applicant. 
The payment of expenses is expressly made an uncon¬ 
ditional requirement, and it is respectfully submitted 
that the courts have no discretion in the matter, other 
than determining what items may properly be con- 
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sidered expenses. In other words, the court could not, 
in some particular case, decide that the expenses should 
not be paid by the applicant. 

Rule 20(e) of this Court has no application to the 
present situation, first because that rule relates to costs 
rather than expenses, and secondly because it relates to 
cases in which the Court is authorized by statute to 
assess costs in its discretion, as distinguished from a 
case such as the present one in which the assessment is 
made by the statute itself. 

It is evident from the very fact that the word 
“expenses” is used in the statute, rather than the 
common term “costs”, that the statute contemplates 
something more than the mere payment of costs by the 
applicant, and this was squarely held to be the case in 
the only reported decision dealing with the matter, 
namely, Robertson v. Cooper, 46 F. 2d 766, 8 TJSPQ 30 
(C.C.A. Md.). In that case the court said: 

“The judge below, seemingly upon the ground 
that the allowance of expenses might lead to 
serious abuses, refused to pay the expenses of the 
[Patent Office] attorney to California, and held 
that the word ‘expenses’ in the statute practically 
meant ‘costs’. We cannot concur in this conclu¬ 
sion. The evident intention of Congress in the use 
of the word ‘expenses’ was to include more than 
that which is ordinarily included in the word 
‘costs’. . . . The courts may be relied on to pre¬ 
vent any abuse of this interpretation of the statute 
which is, to our minds, clearly what Congress in¬ 
tended when it used the word ‘expenses’.” 





In view of the clear distinction pointed out, a rule 
relating to costs would not govern the payment of ex¬ 
penses. Moreover, as above pointed out, the statute 
does not state that the court shall tax the expenses, and 
an interpretation of Rule 20(e) of this Court to mean 
that expenses were payable only when the Court so 
ordered would therefore be at variance with the statute. 
As a matter of fact it does not appear that, in the 
ordinary type of case involving an appeal by an 
applicant from the dismissal of a complaint in an 
action under R. S. 4915, this Court has ever made any 
order as to the payment of costs. Nevertheless, the 
expenses of the Patent Office, including that of print¬ 
ing the appeal brief, have been paid by the applicants 
in such cases, without exception and without question. 
Evidently, therefore, it has been the universal under¬ 
standing that no order of this Court is necessary to 
require payment of such expenses. 

The expense of printing the Patent Office appeal 
brief has also been borne by the applicants, so far as 
the records of this Office show, in all prior cases under 
R. S. 4915 in which appeal has been taken by the Patent 
Office. 

For the reasons given it is submitted to be clear that 
the decision appealed from is correct unless it can be 
shown that the printing of the Commissioner’s Brief 
was not a proper expense of the proceeding. It can 
scarcely be contended that the brief was not a proper 
and necessary expense incident to the appeal, since, 
if no brief had been filed, the appeal would have been 
subject to dismissal under Rule 19 (i) of this Court. 
It would appear, therefore, that the appellant can pre- 
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vail only if it can be established that the appeal was ' 
not a part of the proceeding within the meaning of the 
statute. 

It is, of course, true that E. S. 4915 makes no express 
mention of any appeal. However, such appeals have 
been consistently filed by applicants and entertained by 
this Court, ever since the statute was enacted. Since 
there is obviously no express statutory basis for such 
appeals, they must have been considered on the theory 
that the right of appeal was inherent in the right to 
file a bill in equity or, in other words, that the appeal 
was a part of the statutory remedy or proceeding. 

That conclusion is strengthened by the fact that the 
statute states that the applicant shall pay all expenses 
“whether the final decision is in his favor or not” 
(emphasis added). The only reasonable explanation of 
the use of the word “final” is that an appeal was con¬ 
templated as a part of the proceedings for which ex¬ 
penses were to be paid and, as above noted, it has been 
the invariable practice of applicants to pay the ex¬ 
penses incident to appeals in actions under E. S. 4915. 

Moreover, since it was evidently the intention of 
Congress that no expenses should be incurred by the 
Patent Office in an action under E. S. 4915, it seems in¬ 
credible that the relatively small expenses incident to 
the trial in the District Court should be charged to the 
applicant while the Patent Office was left to bear the 
much greater expenses of an appeal whenever the 
applicant saw fit to take one. It is submitted that both 
on principle and on the language used, the only reason¬ 
able interpretation of E. S. 4915 is that, when there is 
no opposing party other than the Commissioner, the 
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applicant shall pay all the expenses of any proceeding 
based on the statute. 

It is thus thought to be clear that the expense of 
printing the Commissioner’s brief must be borne by the 
applicant when the latter takes the appeal. There seems 
to be no sound reason for placing a different interpre¬ 
tation on the statute when the appeal is taken by the 
Commissioner. 

It seems to be unmistakable from the language of 
R. S. 4915 that the outcome of the case is to have no 
effect on the payment of expenses and that the ordinary 
rules of assessing costs do not apply. The only test is 
whether the item in question is an expense of the pro¬ 
ceeding which, of course, means a proper expense. It 
is not contended that the statute authorizes the Patent 
Office to pad its statements or to incur unreasonable 
expenses. 

The ultimate question to be decided here, therefore, 
is simply whether it was reasonable for the Commis¬ 
sioner to take the original appeal in the present case. 
It is submitted that the Court has already ruled on 
this matter by denying the applicant’s motion to dis¬ 
miss the appeal. Further, the fact that the Court’s 
decision on the original appeal was by a two to one 
margin affords a clear indication that there was a 
reasonable basis for the Commissioner’s contention 
that the lower Court was in error. 

It does not seem reasonable to suppose that Congress 
intended, in R. S. 4915, to set up a unilateral arrange¬ 
ment by which the applicant, if unsuccessful in the 
lower Court, could appeal, whereas the Commissioner 
was bound to accept the decision of that Court if it was 
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adverse to him. The possibility of an appeal by the 
Commissioner must clearly have been contemplated. 
Obviously, therefore, if Congress had intended that the 
expenses be differently apportioned in such a case it 
would have used express language to say so. Not only 
did it fail to do that, but, by the express statement that 
the applicant was to pay all expenses regardless of the 
outcome, of the case, it clearly evidenced the intention 
that there should be no exception. There is no basis 
whatever for a holding that the Commissioner was in¬ 
tended to pay the expense of any proper proceeding in 
an action under R. S. 4915 in any case in which he was 
the only opposing party. 

The idea that R. S. 4915 contemplates a proceeding 
in which only one party shall have the right of appeal 
is untenable and it is equally untenable in view of the 
express terms of the statute, to suppose that the pay¬ 
ment of expenses was intended to be dependent on the 
identity of the appellant. The suggestion that the 
Patent Office would abuse its right of appeal if it did 
not have to bear the expenses is refuted by the records 
of this Court, which show that, over the last ten years, 
more than twenty appeals have been taken by appli¬ 
cants to every one taken by the Patent Office. 

It seems proper to point out that, by reason of the 
alternative review allowed applicants by R. S. 4911 and 
R. S. 4915, the Patent Office is required to serve two 
masters, namely, this Court and the Court of Customs 
and Patent Appeals. The burden would be even greater 
if, by reason of inability to appeal, it was also necessary 
to accept unquestioningly every adverse decision of the 
District Court. It is submitted that when a decision 
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is rendered by the District Court which will probably 
affect other cases, and which is thought to be incorrect 
or in clear conflict with decisions of this Court or the 
Court of Customs and Patent Appeals, it is the duty of 
the Patent Office to seek a final determination of the 
question by appeal. 

It has been stated above that the Patent Office ex¬ 
penses incident to appeals in actions under R. S. 4915 
have been unquestioningly paid by the appliants. 
Despite the large number of such appeals to this Court, 
only one case other than the present one has been found 
in which the applicant protested the payment of ex¬ 
penses of the appeal. That case is Marzall v. Switzer 
Appeal No. 10,985. There, as here, the Patent Office 
appealed unsuccessfully from a decision of the District 
Court. The applicant was then called on to pay the 
Patent Office expenses including the printing of the 
brief and appendix on appeal, an amount totalling 
more than one thousand dollars. This was paid, under 
protest, and the applicant then filed a motion in this 
Court to require it to be repaid to him. Despite the 
vehement contention of the applicant that he could not 
properly be required to pay the appeal expenses of the 
Patent Office, this Court denied his motion and ad¬ 
hered to its decision on reconsideration. That ruling 
involves a clear holding that the expenses were 
properly paid, and is submitted to be controlling here. 

The appellant questions the jurisdiction of the Court 
below to enter the order appealed from, apparently on 
the theory that this Court had already ruled on the 
matter. This is not the case, for reasons already 
pointed out. This Court was never called on to inter- 
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pret the statute or to determine what expenses were 
proper, but only to make a holding as to costs. Even as 
to that matter the actual ruling of the Court was a 
denial of appellant’s motion for a holding that costs 
be not assessed against her. Just how that ruling 
could deprive the lower Court of the right to determine 
what expenses are proper is not clear. 

Contrary to the appellant’s contention, it is not in¬ 
cumbent on the Commissioner to ask the Court for a 
ruling that expenses shall be paid, since that matter is 
determined by the statute. No occasion arises for 
approaching the Courts on that matter unless and until 
the expenses have been determined and there has been 
a refusal to pay them. That condition does not arise 
until the case has been returned to the lower Court. 
Clearly, if a dispute then arises as to what expenses are 
proper, the matter is one for initial determination in 
the lower Court. 

It should also be noted that the question considered 
by this Court related to costs in general and not to the 
present issue, which relates to a specific item. This 
Court, therefore, has not ruled on the present issue. 

With respect to the appellant’s contention that the 
printing of the Commissioner’s brief is an item of 
costs, attention is directed to the fact that rule 17 (h) 
of this Court limits the costs which may be taxed for a 
brief to $3.25 per page. The Patent Office is required 
by law to have its briefs printed by the Government 
Printing Office which makes a charge considerably in 
excess of that specified. It is evident, therefore, that 
this Office cannot request payment for its briefs as 
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costs, as suggested by the appellant, but must rely on 
the provision of R. S. 4915 relative to expenses. 

CONCLUSION 

For the reasons given it is submitted that the order 
appealed from is correct on both principle and 
authority, and that the decision appealed from should 
accordingly be affirmed. 

Respectfully submitted, 

E. L. Reynolds, 

Solicitor, United States Patent Office, 
Attorney for Appellee. 

March, 1953. 
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